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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 19 September 2009 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) 6-11.17-22 and 26-30 is/are withdrawn from consideration. 

5) \Z\ Claim(s) is/are allowed. 

6) |EI Claim(s) 1-5.12-16 and 23-25 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 18 April 2006 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)^ All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

El Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 20060811 and 20061117 . 6) □ Other: . 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20091 121 
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DETAILED ACTION 

• The application was forwarded to the examiner on 1 9 September 2009. 
Election/Restrictions 
1 . No claim is generic to the following disclosed patentably distinct species: 

I. Species corresponding to Fig. 1 

II. Species corresponding to Fig. 2 

The species are independent or distinct because the applicant discloses different 
embodiments for implementing the invention. Applicant is required under 35 U.S.C. 121 
to elect a single disclosed species, even though this requirement is traversed. Applicant 
is advised that a reply to this requirement must include an identification of the species 
that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is 
allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1 .141 . If claims are added after he 
election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
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because the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement be traversed (37 CFR 1 .143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 
record showing the inventions or species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a rejection 
under 35 U.S.C. 103(a) of the other invention. 

The election of the species may be made with or without traverse. To preserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the election of species requirement, the 
election shall be treated as an election without traverse. Traversal must be presented at 
the time of election in order to be considered timely. Failure to timely traverse the 
requirement will result in the loss of right to petition under 37 CFR 1 .144. If claims are 
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added after the election, applicant must indicate which of these claims are readable on 
the elected species. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the species unpatentable over the 
prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 103(a) 
of the other species. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1 .141 . 

2. Applicant's election without traverse of Species I in the reply filed on 3 
September 2009 is acknowledged. Claims 1-5, 12-16 and 23-25 will be reviewed. 

Information Disclosure Statement 

3. Initialed and dated copies of Applicant's IDS form 1449-Paper No. 2006081 1 and 
20061 1 17 are attached to the instant Office action. 

Specification 

4. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 1 50 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
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often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

The abstract has 182 words, which exceeds the max 150. It is required for the 
applicant to fix this problem. 



Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1-5 are rejected under 35 U.S.C. 101 as not falling within one of the four 
statutory categories of invention. Supreme Court precedent^ and recent Federal Circuit 
decisions^ indicate that a statutory "process" under 35 U.S.C. 101 must (1) be tied to 
another statutory category (such as a particular apparatus), or (2) transform underlying 
subject matter (such as an article or material) to a different state or thing. While the 
instant claim(s) recite a series of steps or acts to be performed, the claim(s) neither 
transform underlying subject matter nor positively tie to another statutory category that 
accomplishes the claimed method steps, and therefore do not qualify as a statutory 
process. 



' Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
^ In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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7. Claims 12-16 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. Claims 12-16 define an article 
embodying functional descriptive material (i.e., a computer program or computer 
executable code). However, the claim does not define a "computer-readable medium or 
computer-readable memory" and is thus non-statutory for that reason (i.e., "When 
functional descriptive material is recorded on some computer-readable medium it 
becomes structurally and functionally interrelated to the medium and will be statutory in 
most cases since use of technology permits the function of the descriptive material to be 
realized" - Guidelines Annex IV). The scope of the presently claimed invention 
encompasses products that are not necessarily computer readable, and thus NOT able 
to impart any functionality of the recited program. The examiner suggests amending the 
claim(s) to embody the program on "computer-readable medium" or equivalent; 
assuming the specification does NOT define the computer readable medium as a 
"signal", "carrier wave", or "transmission medium" which are deemed non-statutory 
(refer to "note" below). Any amendment to the claim should be commensurate with its 
corresponding disclosure. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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9. Claims 1-4, 12-15 and 23-25 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Redstone Software, Inc. ("Software Automation & Testing", hereinafter, 
"Redstone"). 

Regarding claim 1, Redstone discloses a method of automatically controlling 
execution of an application program having a graphical user interface (page 2, 
"Eggplant") comprising: captuhng user input data and images (page 7, "capture mode"; 
page 8, "capture images of the target controls and screen locations") displayed by the 
graphical user interface (page 8, figure) during a recording phase of execution of the 
application program; analyzing the captured user input data and displayed images to 
generate an execution scenario during the recording phase (pages 8 and 12, 
"generating a script"); generating simulated user input data based on the execution 
scenario during a playback phase of execution of the application program and inputting 
the simulated user input data to the application program (page 4, "Scripts interact with 
the system-under-test at the same level that a real user would, keying off the same 
visual cues and sending the same inputs"); performing image analysis on images 
displayed by the graphical user interface as a result of processing the simulated user 
input data during the playback phase and captured displayed images from the recording 
phase (page 4, "Scripted actions use advanced image-matching algorithms to locate 
elements of the interface to target"); and automatically controlling execution of the 
application program based at least in part on the image analysis (page 4, "Scripted 
actions use advanced image-matching algorithms to locate elements of the interface to 
target"). 
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Regarding claim 2, Redstone discloses wherein performing image analysis 
comprising comparing the displayed images captured during the recording phase with 
displayed images from the playback phase (page 4, "advanced image-matching 
algorithm"). 

Regarding claim 3, Redstone discloses wherein the user input data comprising at 
least one of keyboard input data and mouse input data (page 16, "driven by the mouse 
or the keyboard"). 

Regarding claim 4, Redstone discloses wherein analyzing the captured user 
input data and displayed images in the recording phase comprising identifying actions of 
the application program corresponding to the captured user input data (Page 7, "For the 
user to interact remotely with system using script, it is readily apparent and inherent that 
the analyzing process will identify actions of the application program corresponding to 
the captured user input data."). 

Regarding claims 12-15, claims 12-15 are analogous and correspond to claim 1- 
4, respectively. See rejection of claims 1-4 for further explanation. 

Regarding claims 23-25, claims 23-25 are analogous and correspond to claim 1- 
2 and 4, respectively. See rejection of claims 1-2 and 4 for further explanation. 

Claim Rejections - 35 USC § 103 
1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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1 1 . Claims 5 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Redstone Software, Inc. ("Software Automation & Testing", hereinafter, "Redstone"). 

Regarding claim 5, Redstone discloses using a script, but not any details which 
markup language is used. However, the applicant does not disclose any advantage or 
reason why XML is used as the markup language for the script. Especially, the applicant 
only discloses that XML can be used as one of the high level language for the script in 
the abstract. So, using a XML for the script will be a design choice. 

It would have obvious in one of the ordinary skill in the art to use XML as a 
markup language for the script of the Redstone's invention because XML is one of the 
widely used markup language and will provide simplicity, generality, and usability for 
applications. 

Regarding claim 16, claim 16 is analogous and corresponds to claim 5. See 
rejection of claim 5 for further explanation. 

Conclusion 

12. No claims are allowed. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN Wahnkyo LEE whose telephone number is 
(571 )272-9554. The examiner can normally be reached on Monday - Friday (Alt.) 7:30 
a.m. - 5:00 p.m.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Samir Ahmed can be reached on (571) 272-7413. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John Wahnkyo Lee/ 
Examiner, Art Unit 2624 



/Samir A. Ahmed/ 

Supervisory Patent Examiner, Art Unit 2624 



